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The situation here presented is unusual in that there 
is no transcript of the testimony given at the trial, nor 
is any exhibit which was offered at the trial included 
in the record here. The papers -included in the appel¬ 
lant’s appendix, with the exception of the records of 
proceedings in the District Court, are uncertified 
copies of alleged portions of papers offered in evidence 
at the trial. These copies were first presented after 
the decision of the lower court. It seems questionable 
whether such papers present a proper basis for a re¬ 
view <ef the decision appealed from. However, for 
the purposes of the remainder of this brief it will be 
assumed that these copies are accurate, are properly 
before this Court and may properly he considered in 
lieu of the originals or certified copies thereof. 

It is ^lear, however, that the appellant cannot give 
testimony in this Court and that the various alleged 
statements of fact contained in his brief must be dis¬ 
regarded except so far as they can be predicated on 
the record here. 


1. The present action cannot be maintained under 
fi. S. 4915 (U. S. €, title 35, sec. €3). 

2. The application here involved was properly held 
abandoned. 

3. The refusal to revive the application was proper. 


The following findings of fact (15, 16) of the Dis¬ 
trict Court, do not appear to be disputed: The appel¬ 
lant’s application was filed on February 26, 1941. 
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On October 17, 1942, the primary examiner finally ret 
jeeted all the claims thereof. On April 6th and April 
14th, 1943, the appellant filed proposed amendments 
which the examiner held not to be properly responsive 
to the action of October 17, 1942. On May 8, 1943,1 
the examiner advised the appellant that his application 

i 

had become abandoned because of failure to prosecute! 
it properly within six months of the Office action of 
October 17,1942. On June 5, 1943, the appellant filed 
an appeal which the examiner refused to forward to; 
the Board of Appeals on the ground that the applica-j 
tion had become abandoned. Thereafter the appellant; 
filed numerous petitions to revive the application, all! 

i 

of which were denied. The appellant does not appear' 
to deny that the actions above referred to were made 
as found by the District Court, but he denies that some 
of them were proper. 

The present action cannot be maintained under R. S.j 
4915 (U. S. C., title 35, see. 63) since that statute is j 
limited to cases in which a patent has been refused j 
by the Board of Appeals, and there has been no such ! 
refusal in the present case (Leighton v. Coe, 76 U. S. i 
App. D. C. 212, 130 F. (2d) 841: It must, therefore, j 
be considered as a request for mandatory relief. 

The principles governing applications for manda¬ 
tory relief against government officials were stated as ! 
follows by this Court in Hammond v. Hull 76 U. S. 
App. D. C. 301, 131 F. (2d) 23: j 

(1) The writ should be used only when the duty I 
of the officer to act is clearly established and j 
plainly defined and the obligation to act is per- j 
emptory. (2) The presumption of validity at- j 
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tends official action, and the burden of proof 
to the contrary is upon one who challenges the 
action. (3) Courts have no general super¬ 
visory powers over the executive branches or 
over their officers, which may be invoked by writ 
of mandamus. Interference of the courts with 
the performance of the ordinary duties of the 
executive departments of the government would 
be productive of nothing but mischief. (4) 
When the performance of official duty requires 
an interpretation of the law which governs that 
performance, the interpretation placed by the 
officer upon the law will not be interfered with, 
unless it is clearly wrong and the official action 
arbitrary and capricious. (5) For it is only 
in clear cases of illegality of action that courts 
will intervene to displace the judgments of ad¬ 
ministrative officers or bodies. 

The holding of abandonment in the present case 
arises out of R. S. 4894 (U. S. C., title 35, sec. 37) 
the pertinent portion of which is as follows: 

All applications for patents shall be completed 
and prepared for examination within six 
months after the filing of the application, and 
in default thereof, or upon failure of the appli¬ 
cant to prosecute the same within six months 
or such shorter time, not less than thirty days 
or any extensions thereof, as shall be fixed by 
the Commissioner of Patents in writing to the 
applicant after any action therein, of which 
notice shall have been given to the applicant, 
they shall be regarded as abandoned by the 
parties thereto, unless it be shown to the satis¬ 
faction of the Commissioner of Patents that 
such delay was unavoidable. 
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The prosecution referred to in this section means 
prosecution which is “ responsive to official action 77 
(In re Selden, 36 App. D. C. 428). 

In accordance with the settled practice, a final re¬ 
jection of all the claims of an application closes the 
prosecution of the application on the merits before the 
primary examiner, and entitles the applicant to ap¬ 
peal (Ex parte Casselman 1905 C. D. 223, 116 O. G. 
2012; Ex parte Paine 1912 C. D. 322, 18 O. G. 1308; 
Ex parte Raymond 1902 C. D. 170, 99 O. G. 1386; Ex 
parte Marks 1904 C. D. 361, 111 O. G. 2492; Leightan 
v. Coe , 76 U. S. App. D. C. 212,130 F (2d) 841). The 
requirements for proper prosecution of an application 
after such action as will entitle the applicant to appeal 
are set forth in the second paragraph of Rule 68 of 
the Rules of Practice in the United States Patent 
Office, which is as follows: 

After such action upon an application as will 
entitle the applicant to an appeal to the board 
of appeals (rule 134), or after appeal has been 
taken, amendments canceling claims or present¬ 
ing those rejected in better form for considera¬ 
tion on appeal may be admitted; but the admis¬ 
sion of such an amendment or its refusal, and 
any proceedings relative thereto, shall not oper¬ 
ate to relieve the application from its condition 
as subject to appeal or to save it from abandon¬ 
ment under rule 171. 

Since this rule is clearly not in conflict with any 
statutory provision, it has the force and effect of law 
(U. S. ex ret Steinmetz v. Allen, 22 App. D. C. 56). 

From the above it will be seen that if the final re¬ 
jection of appellant's application on October 17, 1942 
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was proper, then, in view of his failure to appeal on 
or before April 17, 1943, his application became aban¬ 
doned and his proposed amendments filed in April 
1943 could not prevent abandonment. 

There is clearly no evidence before this Court which 
could support a holding that the final rejection was 
improper. That action is presumed to have been 
proper and a determination that it was not so could 
be made only on the basis of an examination of the 
appellant’s application, the final rejection itself and 
the actions which preceded it. None of these papers 
nor alleged copies of them, except of the final rejec¬ 
tion, are before the Court. 

Moreover, the District Court, as its eighth finding 
of fact (16) found that “No proper response to the 
final rejection of October 17, 1942, was made within 
six months of the date of that action and the applica¬ 
tion here involved therefore became abandoned on 
April 18th, 1943. ” There is nothing in the record 
before this Court which would justify it in setting 
aside this finding. 

The Commissioner refused to revive the application 
for the reason that it had not been shown -that the 
delay in prosecution was unavoidable. This conclusion 

i # 

corresponds with the ninth finding of fact of the Dis¬ 
trict Court and there is no evidence whatever to show 
that it is not correct. Here again the burden rests 
on the appellant to show that the action of the Com¬ 
missioner in refusing to revive the application was 
irregular, and this burden must be sustained by proper 
evidence and not by allegations in the appellant’s brief. 

It appears to be argued by the appellant that he 
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